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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

ctlBrSIXW MONTHS fiomlMmtfilnO^ of diitoonnuinio^^ , ^ .„.„_^ 

. ff tfiooaridillbr feply spaiiad tfMiue is ItssOnnOiirty (S0)<tsvfc « wOhin msctaiutory nwHmumof (hiity (30) days mI be conddered Dimly. 
. » NO pMiod to rtply is nwdlM m madmum twutoty |»*od wb «ppV •*l«f^i|?iWMOtmiSf^ «w 
- F«*j«wiwly«»to1htieior«lencledp«kfllWf«plJw^ (35 u&C. s IM). 

e»netfpxttf<lt«nna<|uciBiem. SMSrCFR l.7D4(b). 

Status 

1 }0 Responsive to communlcatian(s) Tiled on 13 November 2003 . 
2a)n This action is FINAL, 2b)E! This action is non-flnal. 

3) n Since this applicafion is in condition for ailowanoe except for formal matters, prosecution as to the merits rs 

closed m accordance with the practice under Ex potto Quayie, 1935 CD. 11 , 453 O.G. 213. 

Disposition of Claims 

4) 13 aaim(s) 1-33.50.5:^56 and 59-68 is/are pending fri the application. 

4a) Of the alxwe clalm(s) Is/are withdrawn from consideration. 

5) S Oatmfel 50.53-56 and 60-68 is/are allowed. 

6) ^ Oalmfs^ 1-14. 16-24.27-33 and 59 tefsre rejected. 

7) gJ Cialmfs) 15.25 and 26 is/are objected ta 

$)□ Claim(s) are subject to restrfcUon and/or election requirement 

Application Papers 

9)0 The specffication is objected to by the Examiner. 

10)D The drawlng{s) fHed on is/are: a)D accepted or b)D obseclBd lo by the Examiner 

Applicant may not request thai any obJecHon to the drawing(s) be heW in abeyance. See 37 CFR 1.83(a). 
Replacement drawing shee!(8) Including the oonectton is reqtfired if the *awino(s) b objected to. see 37 CFR 1 . 1 21 (cf). 
1 1 )□ THe oath or dedarafion Is objected to by the Examiner. Note the attached Office Action or fbmj PTO-152, 
Priority under 35 U.S.C. §§ 119 and 120 

12) D Acknowledgment Is madeof a dalm fbrfoieign priority under 35 U.S-C. § 119(a)-(d) or(f). 

aDAIl b)CI Some*c)n None of: 

1 □ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. , . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the Internationa Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the codified copies not received. 

13) 0 Acl<now!edgment is made of a daim for domestic priority under 35 U.S.C. § 119(e) (to a provisional appScafion) 

since a specific lefeienoe was induded in the first sentence of the specificadon orin an Application Data Shert, 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional applicalion has been received. 

14) D Acknowledgment is made of a daim for domestic priority under 35 U.S C. §§ 120 and/or 121 a specific 

fofefence was induded in the first sentence of the spedncation or in an Application Data Sheet 37 CFR 1.78. 



Attaciuvi9fit(s} 

1) S Notice of Rdeiencefi Qled <PTCVa92} 

2) □ Notice of Oraaspenon's Paiert Diawrina Roview (PTO-948} 

3) n InfcfinaBon Oisdoswe StatemenKs) {PTO-1449) Papor , 



A) □ (ntwviBW SumiiKffy (PTCM13) Paper No(8). . 

6) O Notioa of Intonnal Patent Appflcatfon (PTO-1 52) 
e)D Other 
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1 . The rejecHons cited in the final rejection mailed 9/16/03 have been withdrawn. 
Upon the finding of new art. the Indication of allowability for independent daim 9 has 
also been withdrawn. A non-final action on the merits follows. 



aaim R^iectfons - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification snail condudo wUh one or more daiins parUcularly pointing out and distinctly 
clalining the sub^ matter which the appBcaiU regards as his invention. 

3. Qaim 59 is rejected under 35 U.S.C. 1 1 2. second paragraph, as being indefinite 
for failing to particuiarty point out and distinctly daim the subject matter which applicant 
regards as the invention. 

4. Claim 59 recites the limitation "said amine-terminated polyether resins" in line 2. 
There is insufficient antecedent basis for this limitation in the daim. It appears that this 
phrase was intended to be deleted from the daim. However, the amendment does not 
reflect such an omission. 



Claim Rejections - 35 USC § 102 
5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made In this Office action: 
A person shall be entitled to a patent unless - 

(e) (he invention was described In (1) an applicaUon for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an applicaUon for patent by another filed In Ihe United Slates before the invention by the 
applicant for patent, except that an international appHcab'on filed under the treaty defined in secSmi 
351(a) shall have the effects for purposes of tWs subsection of an application filed in the United States 
only if the intematioQal application designated the United States and was published under Article 21 (2) 
of such treaty in the Endtish language. 
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6. Claims 9>1 1 . 14. 16-22. and 32-33 are rejected under 35 U.S.C. 102(e) as be^ 
anticipated by Oehm et al. 

7. Dehm discloses phenolic resin polyols to be reacted with polyui^ane rsactants 
(abstract). A description of potyurettiane reactions teaches the use of isocyanate* 
terminated prepolymers reacted with diamine chain extenders and phenotic resin 
polyols (col. 8 lines 25-47), Prepolymers are formed by the reaction of a polyisocyanate 
and a polyether or polyester polyol In an NCO index of about 1, where aromatic and 
aliphatic Isocyanates are noted. Example 5 shows the fomiation of a two-pack urethane 
coating system, where the isocyanate-reactive components are combined before the 
addition of the isocyanate component. The isocyanate-readive components Include the 
phenolic resin polyol and a hydroxyi-terminated polyether having a functionality of 3. 
The reaction occurs without the use of a catalyst and does not require external 
components or steps to initiate the curing of the coating. In the example, the phenolic 
resin polyof has a functionality of 6. The coatings of Dehm*s invention would possess 
urea linkages by the introduction of diamine chain extenders. 

Claim Rejections - 35 USC § 103 

8. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

9. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dehm et al. in view of Coyner et al. 
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1 0. Dehm applies as above, teaching the use of isocyanate-terminated prepotymers 
in the coating systems but failing to specify the properties of the polyols used in the 
prspolymer formafa'on. Coyner discloses polyurethane prepolymers used to form 
elastomeric coah'ngs, where the viscosity of the prepoiymer Is controlled by choosing 
the molecular weight, equivalent weight, and functionality of the polyol component {col 
5 lines 36-53). The rsTerence teaches that molecular weights above 10,000 should be 
avoided, and thai triols having equivalent weights above 3,300 should also be avoided. 
Preferably, a polyetiier triol having an equivalent weight of 1.000-3.000 Is chosen (col. 6 
lines 11 -30). From Coyner's teaching, it is the examiner's position that it would have 
been prima facie obvious to choose a polyethertriol having sufficient molecular weight 
and viscosity to optimize the viscosity of the prepoiymer component in Dehm's 
Invention. 

11. Claims 1-7. 24. 27. and 30-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dehm et ai. in view of Tabor et 

1 2. Dehm applies as alx>ve, noting the use of diamine chain extenders but failing to 
mention the use of amine-tenninated polyether chain extenders. Tabor teaches 
polyurethane coatings, where chain extender blends are contemplated (ool. 7 lines 19- 
57). The main chain extender, aminoethyl ethanolamine, is an aliphatic diamine (col. 1 
lines 53-64). Secondary chain extenders include those having ntotecular weights of 30- 
500. like amine-fenmtnated poiyethers. By Tabor's teaching of conventional chain . 
extenders, it is the examiner's position that it would have been prima facie obvious to 



Application/Control Number: 10/029.860 Pages 
Art Unit: 1711 

use a blend of amine-tenrrinated polyethers with other diamines to achieve sufficient 
chain extension in Oehm's invention, 

1 3. Regarding the gel time. Dehm teaches a polyurethane reaction of isocyanate 
prepolymers with isocyanate-reactive components. The reaction needs no catalysis. 
Since the combination of Dehm and Tabor teach a number of isocyanate-reactive 
components daimed by the applicant and because the methods of Dehm teach reaction 
without catalysis, it is the examiner's position that the components would inherently 
begin reacting upon contact; i.e. Immediateiy. Thus, it appears that the applicants 
claimed "gel time' is met. 

14. Claims 23 and 28-29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dehm et al. in view of Oertel. 

1 5. Dehm applies as above, noting the use of diamine chain extenders but tailing to 
mention specific chain extenders. Oertel teaches that stericaliy hindered aromatic chain 
extenders are used to promote just the right reactivity, where aliptiatic diamines are too 
reactive (p. 24). Diethyltoluene diamine Is noted as a conventional aromatic diamine 
having a certain reactivity due to strategically placed substttuents (p. 106). Because 
this diamine is conventionaily used in the formatton of polyurethane-ureas, it Is the 
examiner's position that it would have been prima facie obvious to use diethyltoluene 
diamine as a chain extender in Oehm's invention to affect the reactivity of the urethane 
system. 
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1 6. R^arding the addition of an epoxy resin. Dehm discloses the reaction off 
phenolic resin with both polyurethane reactants and epoxy materials, where epoxy 
coatings have durability and high haidness at high temperatures (examples 15 and 17). 
However, the reference does not suggest the blending of the two components. Oertel 
teaches that such a blending of epoxy resrns and NCO prepolymers Is conventional, 
where the product incorporates the flexible nature of the polyurethanes into the durable 
epoxy resins (p, 571 ). It is the examiner's position that It would have been prima facie 
obvious to include epoxy resins in the amine-reactive component of Dehm's invention to 
produce a coating combining the properties of the polyurethanes and epoxy resins. 

1 7. Claim 8 is rejected under 35 U.S.C. 1 03(d) as being unpatentable over Dehm et 
aL in view of Tabor et al. as applied to claims 1-7, 24. 27. and 30-31 above, and further 
in view of Oertel. 

18. Regarding the addition of an epoxy resin, Dehm discloses the reaction of 
phenolic resin with both polyurethane reactants and epoxy materials, where epoxy 
coatings have durability and high hardness at high temperatures (examples 15 and 17). 
However, the combined references do not suggest the blending of the two components. 
Oertel teaches that such a blending of epoxy resins and NCO prepolymers is 
conventional, where the product incorporates the flexible nature of the polyurethanes 
into the durable epoxy resins (p. 571). It Is the examiner's position that It would have 
been prima facie obvious to include epoxy resins in the amine-readive component to 
produce a coating combining the properties of the polyurethanes and epoxy resins. 
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Attowable Sutiect MaUer 

19. Claims 50. 53-56, and 60-68 are allowed. 

20. Claims 15 and 25-26 are objected to as belr^ dependent upon a rejected base 
claim, but would be allowable If rewritten in independent form including alt of the 
limitations of the base daim and any intervening claims. 

21 . Claim 59 would be allowable If rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, second paragraph, set forth in this Office action. 

22. The following is a statement of reasons for the indication of allowable subject 
matter; 

23. The closest pdor art, Dehm et al.. discloses curable polyurethane coating 
compositions comprising a polyisocyanate and a n^xture of IsocyanatenBactive 
compounds including a polyethdr potyol. The use of diamine chain extending agents 
and phenolic resins are both suggested. However, the reference requires the presence 
of polyols to react with the isocyanate and does not teach the inclusion of at least 70% 
amine groups based on the nun)ber of active hydrogen groups. Also, the reference 
does not teach the specific blending of prinnaiy and secondary amine-terminated polyols 
for reaction with the isocyanate or the use of high molecular weight amtnated polyols. It 
is the examiner's position that the applicant's claimed amine group amount and amine- 
terminated polyol blend in the claimed methods and compositions would provide novel 
and unobvfous steps over the prior art. 
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Response to Arguments 



24. AppiicanTs arguments with respect to claims 1 -33 have been considered but are 
moot in view of the now ground{s) of rejection. 

Any inquiry concerning this communication or earl'^r communications from the 
examiner shouid be directed to Melanie D. Bissetl whose telephone number is (571 } 
272-1068. The examiner can nonmally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571 ) 272-1078. The fex phone 
number for the organization where this application or proceeding is assigned is (703) 
872-g306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. 



mdb 




RABONSEHGENt 
PRIMARY EXAMINEP 



